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REMARKS 



Claims 1-25 are pending in the present application. 
The specification is objected to. 

Claims 1, 11, 21 and 23 are rejected under 35 1 S - s/'2.«" as * z to eompI> \uth 
the written descrif 

Claim 24 is rejected under 35 U.S.C. §112, %2 as being indefinite. 

Claims 1-25 are rejected under 35 U.S.C. §1 03(a) as being unpatentable over U.S. Patent 
No. 6,1 89,146 to Misra, et al ("Misra'l in view of U.S. Pub. No. 2005/0071280 to Irwin et al 
(-Irwin"), and further in view of U.S. Patent No. 7,343.297 to Berglcr, et al. ("Bergler"). 

Claims 1,9, 11, 14, 21, and 23-24 are amended within the subject matter of the 
application as filed. It is respectfully submitted that no new matter has been added. 

Reconsideration of the application as amended herein is respectfully requested. 
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claimed subject matter found in Claims L 11, 21, and 23. 12/07/2010 Office Action, pp. 2-3. 
Claims 1, 1 1, 21, and 23 are amended herein and Applicants respectfully submit that the 
Examiner's objection to the specification has been overcome. 



Claims 1, 11, 21 and 23 are rejected under 35 U.S.C. §1 12, %\ as failing to comply with 
the written description requirement. 12/07/2010 DMce Action, pp. 3-4. Claims 1, 11, 21, and 
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Sekcimm under 35 U.S.C, $112 
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ided ereinand Applicants respectfully subinit the I c s rejet > under 35 

U.S. C. §1121|i are overcome. 

Claim 24 is rejected under 35 U.S.C. §1 12, f> as eing ind nite for failing to 
particularly point out and distinctly claim the invention. 12/07/2010 Office Action, p. 4. Claim 
- s visuJ . c , ' . ^ s I i t thai the Examiner's rejection of Claim 

24 under 35 U.S.C. §1 1210 has been overcome. 

Rejections under 35 K£C $103 fa) 

Claims 1-25 are rejected under 35 U.S.C. §1 03(a) as being unpatentable over Misra in 
view of Irwin and further in view of Bergler. Applicants respectfully disagree and submit that 
Claims 1-25 are patentable under 35 U.S.C. §1 03(a) over Misra in view of Irwin and further in 
view of Bergler for at least the following reasons. 

Claim 1 is amended to recite: 

voluntary returning of the license and. the plurality of license rights to the server 
comprises the first computer initiating return of the license anil the plurality 

cense rights before an expiratSoo of fee license and the plurality of license 
rights. 

Claim 1, emphasis added, Misra does not provide such a teaching. Misra describes a license 
generator at a license clearinghouse that creates a license pack containing a set of one or more 
individual software licenses, Misra, eoi. 4, 11. 1-9. A license server distributes the software 
licenses contained within the license pack to individual clients. Misra, eoi. 4, 11, 9-20. A license 

s tore includes expira on date d ive irat te « u i wi ch he 
licenses within the license pack will expire. Misra, Table ft col. 7, lines 21-65. In other words, a 
license is laced up upon expiration, and the expiration date is determined by the entity generating 
the license pack, not the client. Misra does not teach; 

12 



voluntary he lieense and the p } cens ghts to the serve? 
comprises the first comnnder kst: ' r g pi ..of the Ji.eepsg aad the j)kral% 
^ _ ij ( ^ y _ v. r 

rights . 
Gaira L emphasis added. 

Irwi i does not provide such a teaching either, Irwin describes proteciing the distribution 

i & user to authorize the t sei oi ok 

variety of devices, Irwin, f[0003"|. An intermediate rights provider receives a master license, 

and a child license can be created from the master license. Irwin, f[Q054J. A child license is a 

license whose rights depend from the master license. Id Multiple de\ ces reg st red within i 

local rights provider can access a key to all licensed digital content. o>\ ■• * > ' f ^ 

Transferring of digital rights directly from one registered device to another is possible, in the 

event, One device is lost or broken. Irwin, ff[0 165-01 69}. Irwin does not disclose: 

voluntary , f t t^se and the plurality of license ri gins to the server 

comprises the first computer initiating return of the license asid the .plurality 
of license rights before &n expiration of tbe license and the plurality of license 
nghM- 

Claim 1 s emphasis added, 

Bergler does not provide such a teaching either. Bergler describes that any license 

previously issued to a client thai has been returned >s k nee \sq c e m-up modi e is subject to 

being given to a different client, Bergler, cob 12. lines 14-17. Licenses are returned to the 

available license pool based en expiration date. Bergler. col 11, 11. 55-65. Bergler does not 

disclose: 

voluntary returning of the license and die plurality of license rights to the server 
comprises tke..fh>t | sting r , be ^nse.aad the plurality 

v ^ ig t at f 

rights. 
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I phE ddec v t v ler 1 lor Bergler, alone 01 > ,1 

te 1 sugges tc feature, A „ 4 , e ti bn hat Ciaii rx Claims 2-10 
that depend from Claim L are patentable under 35 U.S.C. § 103(a) over Misra in view of J wis, 
and further in view of Bergler. 

Claim 1 1 has been .rejected for the same reasons as Claim 1 above. Claim 1 1 discloses 

sun 3 ails sin n >ns as Claim 1, including: 

voluntary ret.:: obx. ihe fo\:^e a:iJ me p.urclhy of heen.se nghLs t-a the server 

cc >p <~ the first . - : return of the license -m 

of license rights beforean expiration of ihejkgfese and the plurality of license 

rights . 

Claim 11, emphasis added. As discussed above with regard to the rejection of Claim 1 , neither 
Misra, Irwin nor Bergler provide such a teaching. Because neither Misra, Irwin, nor Bergler, 
alone or in combination, teach or suggest such a feature. Applicants respectfully submit that 
v <s n 1 ct 1 > _ ; ; u i ^ 1 vi-' e n v I sC t'fos 

over Misra m view of Irwin, and further in view of Bergler. 

Claim 1 1 is alternatively rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Misra, Irwin and Bergler as described above and further in view of Fig. 2, 40 of Misra, The 
Examiner stated: 

Clan-: „ .\ enu^ciob l s s ^ 1 e c. w-eac ^ n 1 a- ,erOu r 
^ 2 K > onsisis of stoi es to store v. <. 

J-^v j vvv. 1 v s it 

store computer identification xnfbnnatio mdc emtn y link all the 
information stored on the computer as linked by the System Bus. 

1 2/07/201 0 Office Action, p. 13. Applicants respectfully disagree for at least the following 

reasons. 
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Claim 1 1 .is amended to recite: 

voluntary returning of the license and die plmsiiiy of license rights to the server 

comprises the first cons pater initiating return of thy Ik • -. u- pmrajjty 

s asc rights before an expiration of the licease and the pluralii 
rights. 

Cli ! dec iiscussed above with regard tc reject Claim 1, neithei 

Misra, Irwin nor Bergler provide such a teaching. Fig. 2, 40 ofMisra does not leach or suggest 

such a feature either. Figure 2 ofMisra shows a block diagram of a computer used to implement 

a software 1 , ! v u Misra Misra, col 3, lines 33-35 

the software licensing system described by Misra does not teach all of the features of Claim 1 1 . 

Figure 2 ofMisra does not teach: 

vi in rt nun the Ik : ie plurality of license rights to the server 

comprises the first compaier initiating return of the license and the plurality 

i ce nse rights before an expiration ufi h e license an d, d-y ; ; y of license 

rights . 

Claim 11, emphasis added. Because neither Misra, Irwin, Bergler, nor Fig, 2 ofMisra. alone or 
in combination, teach or suggest such a feature. Applicants respectfully submit that Claim 1 L, 
and Claims 12-20 that depend from Claim 11, are patentable under 35 U.S.C. § 103(a) over Misra, 
Irwin and Bergler and further in view of Fig. 2, 40 ofMisra. 

Claim 21 is rejected for the same reasons as Claim 1 above. Claim 21 discloses 

i ft s r I r ret, \ o * , r ? i \ v, 

voluntary returning of th c nc e i I ic se vei 

cosrinaQo tfee.Jrsf comrmfvr im-n ng return oj h seme and the plnrahty 
of license rights before an expiration of the license and the plurality of license 
ri ghts . 

v lain d ssed above vi egarc le ec on of Claim 1 neithei 

Misra, Irwin, nor Bergler provide such a teaching. Because neither Misra, Irwin, nor Bergler, 
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alo Ox vt, ^ t _ c 'Swges ^k 1 i c mc Applicant ms 

Claim 21, and Claim 22 thai depends from Claim 21. are patentable under 35 U.S.C. § 103(a) 

over M'isra in view of If win, and further in view of Bergier. 

Claim 23 is rejected for the same reasons as Claim 1 above. Claim 23 discloses 

substantially similar in as Claim L including: 

voluntary returning of the license and the plurality of license rights to the serve? 
comprises the first computer initiating return of the license aad the plurality 
of license rights before ats expiration of t he li ccue and tm lii IR^nsg 
rights . 

Claim 1, emphasis added. As discussed above with regard to the rejection of Claim 1, neither 
Misra, Irwin, nor Bergier provide such a teaching. Because neither Misra, Irwin, nor Bergier, 
alone or in combination, teach or suggest such a feature, Applicants respectfully submit that 
Claim 23, and Claims 24-25 that depend from Claim 23, are patentable under 35 U.S.C. § 103(a) 
over Misra in view of Irwin, and further in view of Bergier. 
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form, (2) are neither obvious nor anticipated by the relied upon art of record, and (3) are in 
ondition for aik Notk h mil cited at the earliest poss 

date. t v e would be useful in mo\ 5 "sg t- 1 

.'.•p.>iK"iuoc Lot ward allowance, the Fxaininer is encouraged t»> contact the undersigned at 
{650} 614-7400. If there are any additional charges, please charge Deposit Account No. 15- 



Orrick, Herrington & Sutcliffe LLP 
4 Park Plaza, Suite 1600 
Irvine ! -2558 

-"^ ^ . MO . 

< 1 1 (facsimile) 



0665. 



Respectfully submitted, 

ORRICK, HERRINGTON & SUTCLIFFE LLP 



Dated: Jane 7, 2011 



By: /Dana.M. Zottola 

Dana M. Zottola 
Reg. No. 65,942 
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